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2a )□ This action is FINAL. 2b)|3 This action is non-final. 
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DETAILED ACTION 
Introduction 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicants' amendments and remarks filed on 10/7/2008 have been entered. 
Claims 8 and 14 have been amended. Claim 18 has been cancelled. New claims 19 and 20 have 
been entered. Claims 8, 10-12, 14, 15, 19 and 20 are active. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. In response to the amendments, the grounds of rejection have been updated as set forth 
below. Rejections not maintained are withdrawn. 

Specification 

4. 35 U.S.C. 112, first paragraph, requires the specification to be written in "full, clear, 
concise, and exact terms." The specification is replete with terms which are not clear, concise 
and exact. The specification should be revised carefiiUy in order to comply with 35 U.S.C. 1 12, 
first paragraph. Examples of some unclear, inexact or verbose terms used in the specification 
are: the specification throughout contains numerous words with incomplete spelling, e.g., page 7, 
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bottom paragraph. Appropriate corrections of the spelling errors throughout the specification are 
required in the next reply. 



Rejections Based on Prior Art 

5. Claims 8, 10-12, 14 and 19 are rejected under 35 U.S. C. 102(a) as being anticipated by 
Masuda [US 20020064650A1]. 

Masuda's invention relates to a protective film for window application. The film 
comprises a polyester film having on at least one side thereof an antistatic coating. The antistatic 
coating has a specific surface resistance of not more than 1 .0 x lO'^ D, and a haze of not more 
than 5.0% and a visible hght transmittance of 3 to 70% (transparent) [0012]. Examples of the 
antistatic agents include polymers having a backbone containing repeating units of pyrrolidinium 
rings [003 1]. A hard coat may be (optional) provided on the antistatic coating. The hard coat is 
a known type of heat-curing or ultraviolet-curing coating mainly comprising an acrylic or 
methacrylic acid derivative. The antistatic coating eliminates non-uniformity in the hard coat 
caused by static electricity pattern [0040]. On the side opposite from the hard coat of the 
polyester film, a known adhesive is applied for pasting the film on window glass [0044]. 

For claim 8, Masuda's teaching that the polyester film has on at least one side thereof an 
antistatic coating is interpreted that the antistatic coating is applied either on one side or both 
sides of the film. When the antistatic coating is applied only on side of the film, Masuda teaches 
a protective film of the same structure and composition as the claimed invention. Regarding the 
transparency after heat treatment, it is deemed to be inherent to the same chemistry. Regarding 
the use language in the preamble, since statements of intended use do not serve to distinguish 
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structure over the prior art, it has not been given any patentable weight. In re Pearson, 494 F.2d 
1399, 1403, 181 USPQ 641, 644 (CCPA 1974). 

For claims 10 and 11, Masuda teaches that the thickness of the adhesive layer is 15 
microns [0099], which reads on the claimed range of 3-100 microns or 5-40 microns. 

For claim 12, Masuda teaches that the polyester film comprises polyethylene 
terephthalate, etc. [0017]. 

For claim 14, the entirety of the film is deemed to be transparent, as evidenced by its use 
for window application. 

6. Claim 1 9 is rejected under 35 U.S.C. 102(a) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Masuda [US 20020064650A1]. 

The teachings of Masuda are again relied upon as set forth above. 

For claim 19, Masuda teaches that a known adhesive can be used, and exemplifies an 
adhesive composition comprising polyurethane and polyester resins [0102-0103]. The polyester 
resin is inherently formed from monomers containing carboxyl groups and hydroxyl groups. 
Regarding the weight percentages of the monomers, since Masuda teaches the same adhesive 
composition for the same end use as the claimed invention, workable amounts of monomers in 
the copolymer are deemed to be either anticipated, or obviously provided by practicing the 
invention of prior art for the same end use. 

7. Claims 15 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
admitted prior art (APA) in view of Masuda [US 20020064650A1]. 

The teachings of Masuda are again relied upon as set forth above. 
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APA states in the Background section that two layered protective film for preventing 
adhesion of foreign matter or soil to a transparent conductive substrate is known [0004]. High 
polyethylene terephthalate (PET) etc., was used to form heat-resistant protective film [0006]. 

For claims 15 and 20, it would have been obvious to one of ordinary skill in the art to 
modify the polyester film of APA with the antistatic coating and adhesive layer of Masuda as set 
forth above, motivated by the desire to obtain an improved resistance to the adhesion of foreign 
matter or soil caused by static charge of the conductive substrate. 

Response to Arguments 

7. Applicants argue at Remarks page 6 that 

"even if Masuda teaches an embodiment in which no antistatic coating is present on one 
side of the polyester film, nothing in paragraph [0044] of Masuda provides a transparent 
adhesive layer formed on and in contact with one side of the base material film. 
Specifically, there is no express teaching at paragraph [0044] or elsewhere in Masuda that 
a transparent adhesive layer is formed on and in contact with one side of the base material 
film." 

However, when the antistatic coating is applied only on one side of the film, and the hard coat is 

provided on the static coating as set forth above, it is unseen that how the adhesive layer would 
not be formed on and in contact with one side of the base film, when Masuda teaches that the 
adhesive layer is formed on the film side which is on the side opposite from the hard coat of the 
base film. 

Applicants argue at page 7 that 

"Masuda is directed to a co-extruded laminated polyester film comprising at least three 
polyester layers. Masuda at Abstract. The presently claimed invention is completely 
different from that of Masuda because the presently claimed base material a single-layer 
film." 
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However, except for newly added claim 20, the claimed invention fails to exclude a base film 
having a mutilayered structure. Regarding claim 20, it would have been obvious to one of 
ordinary skill in the art to modify the APA with the antistatic coating of Masuda on at least one 
side of the protective film, motivated by the desire to obtain an improved resistance to the 

adhesion of foreign matter or soil caused by static charge of the conductive substrate. 
Applicants' arguments directed to withdrawn grounds of rejections are moot. 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTOR S. CHANG whose telephone number is (571)272-1474. 
The examiner can normally be reached on 7:00 am - 5:00 pm, Tuesday - Friday. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toU-fi'ee). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Victor S Chang/ 

Primary Examiner, Art Unit 1794 



